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DETAILED ACTION 
Election/Restrictions 

Newly submitted claims 44-46, and 49-67 are directed to an invention that is 
independent or distinct from the invention originally claimed for the following reasons: 

The newly added claims drawn to an apparatus for suppressing electromagnetic 
interference (class 333, subclass 12, and see figure 25), which is a different 
embodiment from the original invention recited in claims 1-41 . It should be noted that 
the original invention recited in claims 1-41 are related to a cluster resonator structure 
(see figs. 21 and 22). The newly added claims introduce the different embodiment (fig. 
25) that discloses an apparatus for suppressing electromagnetic interference (i.e., no 
cluster resonator structure is claimed). 

Since applicant has received an action on the merits for the originally presented 
invention, this invention has been constructively elected by original presentation for 
prosecution on the merits. Accordingly, claims 44-46 and 49-67 have been withdrawn 
from consideration as being directed to a non-elected invention. See 37 CFR 1.142(b) 
and MPEP§ 821.03. 

Claim Objections 

Claim 31 is objected to under 37 CFR 1.75(c) as being in improper form because 
a multiple dependent claim should refer to other claims in the alternative only. See 
MPEP § 608.01 (n). Accordingly, the claim 31 has not been further treated on the 
merits. 
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Double Patenting 

The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. See In re Goodman, 1 1 
F.3d 1046. 29 USPQ2d 2010 (Fed. Cir. 1993); In re Longi. 759 F.2d 887, 225 
USPQ 645 (Fed. Cir. 1985); In re Van Omum, 686 F.2d 937, 214 USPQ 761 (CCPA 
1982); In re Vogel, 422 F.2d 438. 164 USPQ 619 (CCPA 1970);and, In re Thorington, 
418 F.2d 528, 163 USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1.321(c) may be 
used to overcome an actual or provisional rejection based on a nonstatutory double 
patenting ground provided the conflicting application or patent is shown to be commonly 
owned with this application. See 37 CFR 1 .130(b). 

Effective January 1, 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 

Claims 1-26, 29, 31-40, 42, 43, 47, and 48 are provisionally rejected under the 
judicially created doctrine of obviousness-type double patenting as being unpatentable 
over claims 10-39 of copending Application No. 10/796,398. Although the conflicting 
claims are not identical, they are not patentably distinct from each other because the 
instant claims are the same except in semantics. For example, "a cluster of vias" in the 
instant claim 1 is read on "a plurality of resonators" in copending claim 10. Moreover, 
"third plane" and "fourth plane" in the instant claim 1 is read on "a plane" in the 
copending claim 10. 

This is a provisional obviousness-type double patenting rejection because the 
conflicting claims have not in fact been patented. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 



form the basis for the rejections under this section made in this Office action: 
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A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claims 1-4. 7, 9, 10, 12-16, 42, 47, and 68 are rejected under 35 U.S.C. 102(b) 
as being anticipated by Devoe et al. (US '352). 

Regarding claims 1-4, 7, 9, 10, 12-16. 42 and 47, Devoe et al. (fig, 16) discloses 
a cluster of vias comprising: first and second conducting planes 58; a cluster of vias 52 
of essentially uniform length oriented substantially normal to the conducting planes and 
interposed therebetween; a first conducting pad 54 (the upper internal metallization) 
disposed in a third plane (the upper plane that has internal metallization 54) parallel and 
capacitively coupled to the first conducting plane 58 (the top plane) and coupled with 
the vias of the cluster of vias proximate their first ends; a second conducting pad 54 (the 
lower internal metallization) disposed in a fourth plane (the lower plane that has the 
lower internal metallization 54) parallel and capacitively coupled to the second 
conducting plane 58 (bottom plane) and coupled with the vias of the cluster of vias 
proximate their second ends. It should be noted that the preamble, "a cluster resonator" 
has not been given patentable weight because the recitation occurs in the preamble. A 
preamble is generally not accorded any patentable weight where it merely recites the 
purpose of a process or the intended use of a structure, and where the body of the 
claim does not depend on the preamble for completeness but, instead, the process 
steps or structural limitations are able to stand alone. See In re Hirao, 535 F.2d 67, 190 
USPQ 15 (CCPA 1976) and Kropa v. Robie, 187 F.2d 150, 152, 88 USPQ 478, 481 
(CCPA1951). 



Application/Control Number: 10/828,542 Page 5 

Art Unit: 2817 

Regarding claim 2, the each vias 52 inherently possesses inductance (i.e. 
conductive) and capacitively coupled with first and second conducting planes, thus, it 
inherently provides a resonant shunt circuit. 

Regarding claims 3, and 4, Devoe et al. (fig. 16) shows the cluster of vias is 
disposed along an interior region (i.e., inside of the conducting plane 58), and also an 
interior vias (see fig. 7, small vias 13a or 13b) can be placed in the interior region of the 
cluster of vias (see fig. 15a). 

The subject matter of claim 12 is inherent since the device of Devoe et al. is a 
symmetrical (i.e., balanced structure). 

Regarding claims 13-16, Devoe et al. also teaches that the cluster of vias 
structure can be disposed on a printed circuit boards (i.e., multi-layered structure, col. 
14, lines 20-27). 

Regarding claim 68, Devoe et al. (fig. 1e) discloses a cluster via structure 
comprising: a first conducting plane (the top plane), a second substantially parallel 
conducting plane (the bottom plane); a first conducting pad disposed in a third parallel 
plane internal to the region between the first and second conducting planes (the second 
conducting plane in the middle of the structure); a first cluster of vias (the top portion of 
vias, not numbered) oriented substantially normal to the first conducting plane and first 
conducting pad and disposed therebetween, each via of the cluster being physically 
connected respectively to the first conducting plane and the first conductive pad; a 
second conducting pad disposed in a fourth parallel plane internal to the region between 
the first and second conducting planes (the third conducting plane in the middle of the 
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structure); a second cluster of vias (the bottom portion of vias, not numbered) oriented 
normal to the second conducting plane and second conducting pad and disposed 
therebetween, each second vias is physically connected to the second conducting plane 
and second conducting pad; and wherein the first and second conducting pads are 
proximate and capacitively coupled to each other (col. 15. lines 33-36). 

It should be noted that the preamble, "a cluster resonator" has not been given 
patentable weight because the recitation occurs in the preamble. A preamble is 
generally not accorded any patentable weight where it merely recites the purpose of a 
process or the intended use of a structure, and where the body of the claim does not 
depend on the preamble for completeness but, instead, the process steps or structural 
limitations are able to stand alone. See In re Hirao, 535 F.2d 67, 190 USPQ 15 (CCPA 
1976) and Kropa v. Robie, 187 F.2d 150, 152, 88 USPQ 478, 481 (CCPA 1951). 
Moreover, even if such preamble is considered, it is inherent that the vias structure 
inherently possesses a resonant characteristic since each conductive vias inherently 
possesses inductance and the capacitance is provided between the first and second 
conducting pads (i.e., the capacitance between the second and third conductive 
planes). 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for ail 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not Identically disclosed or described as set 
forth in section 1 02 of this title, If the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 
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Claims 17-19 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Devoe et al. (US '352). 

Placing the cluster of vias in a circular, polygonal or elliptical path is considered 
as an obvious modification in order to achieve a desire signal path. 

Allowable Subject Matter 

Claims 69-78 are objected to as being dependent upon a rejected base claim, 
but would be allowable if rewritten in independent form including all of the limitations of 
the base claim and any intervening claims. 

Response to Arguments 

Applicant's arguments with respect to claims 1-26, 29, 31-40, 42, 43, 47, 48 and 
68-78 have been considered but are moot in view of the new ground(s) of rejection. 

Conclusion 

Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed unfil after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
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extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Seungsook Ham whose telephone number is (571) 272- 
2405. The examiner can normally be reached on Monday-Thursday. 8:00AM-5:00PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Robert Pascal can be reached on (571)-272-1769. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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